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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 24 and 35 rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. While the base claims 23 and 35 claim various 

phosphinic acids, the claims dependent on those claims, i.e., claims 24 and 36 specific 

esters and referred to it and "the esters". There is no sufficient antecedent basis in 

claims 23 and 35 for "the esters" of claims 24 and 36. Also, note that claim 35 is 

missing a comma after "dialkyi phospinic acids". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 16-28 and 30-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US PGP 2002/0052462 to Masuda et al., (hereinafter "Masuda"). 

The Masuda reference discloses a method for producing polyesters from 
monomers by reacting the monomers in the presence of tin catalyst and a co-catalyst. 
As the tin catalyst, the compounds fully corresponding to the claimed compounds are 
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expressly disclosed in, for example, [0065]. The reference further lists various suitable 
titanium and zirconium compounds for use as catalysts and further expressly states that 
combination of various listed catalysts is suitable for the disclosed poyesterification 
reaction. See, for example, [0066]. As the co-catalysts, various aliphatic and aromatic 
phosphinic acids are expressly disclosed as B-1 co-catalyst in, for example, [0068-70], 
Note, that while some claims recite phosphinic acid derivatives, none of the claims is 
limited to such derivatives and all of the claims are still met by a phosphinic acid. The 
reference further expressly discloses that initial monomers can be cyclic monomers 
such as known cyclic lactide diesters that correspond to the claimed cyclic monomers. 
See, for example, [0038-40]. The reference further expressly discloses that the co- 
catalyst, i.e., phosphinic acid may be added to the polymerization reaction at the 
beginning of the reaction or at the later stage of the reaction when oligomers of desired 
molecular weight are obtained (or when the polymers are inherenly in molten state). 
See, for example, [0086]. The invention as claimed, thus, is fully within the purview of 
the Masuda reference, and choice of specifically claimed compounds from the lists of 
expressly disclosed compounds (such as monomers and catalysts) would have been 
clearly within the skills of an ordinary artisan absent showing of unexpected results that 
can be clearly attributed to such choice of components. 

Claim 29 rejected under 35 U.S.C. 103(a) as being unpatentable over Masuda in 
combination with Ohara '682 (or record). 

The disclosure of Masuda is discussed above. The reference does not expressly 
address the production parameters such as choice of reaction vessel. However, it is 
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well known in the art to polymerize lactides on commercial stage in and extruder, as for 
example, supported by Ohara. Thus, it would have been obvious to conduct the 
process disclosed in Masuda in an extruder (with addition of B-1 component on the 
second or later stage upstream of feeding the other components) when the polymer is 
produced on a commercial scale. 

Response to Arguments 

Applicant's arguments with respect to claims 16-38 have been considered but are 
moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Irina S. Zemel 
Primary Examiner 
Art Unit 1711 



ISZ 



